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(\) The primary function of a trade name is to distinguish a specific business or company

from their competitors. Trade names fulfil however in many circumstances the same
function as a trademarks, namely to identify goods or services. In those situations a trade
name can also be regarded as a trademark. It is however not relevant to look at the
situation in which a trade name can be seen as a trademark. Companies and organizations
always have a statutory name but don’t necessarily operate under this name. Often a
different name is chosen to operate under, this is called a trade name or a brand name. The
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purpose for having a trade name which is different than the statutory name differs from
company to company but in general such decisions are taken out of economic or
administrative considerations. The company similarly tries to distinguish itself from its

competitors by the use of a trade name.(Henry Campbell Black, Black's Law Dictionary
(“th Ed.) (St. Paul, Minn: West Publishing Co., Y34+).
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(\‘) When the trade name is registered the owner has an exclusive right to use this trade name

for the specific economic activities where that organization is engaged in. This means that
such a name cannot be used in relation to similar services by competitors.(Stefan Kuipers,
The relationship between Domain names and Trademarks/Trade Names,FACULTY OF
LAW Lund University,Y+)°).
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(Y)The criteria for establishing a trade name are nonetheless similar to
trademarks in many jurisdictions. For example in the Netherlands trade
names are part of the general trademark law, and have to be registered at
the chamber of commerce. The criteria for establishing a trade name are that
the name must have a certain durability/ reputation and cannot be identical
or confusingly similar to an existing trade name.In Sweden trade names are
protected under the trade name act, and have to be registered at the patent
office.(WIPO, Second WIPO Internet Domain Name Process.

http://www.wipo.int/amc/en/processes/processY/report/html/annex\ ¢.html)
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(Y) A domain name is the Internet equivalent of a telephone number or a geographical

address. (Prof. Vandana .Narvade. Kadam,Analytical Study of Domain Name
System, its disputes and legal issues,Proceedings of National Conference on Emerging
Trends: Innovations and Challenges in IT, Y4 -Y+ April Y+ 1Y)
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(Y) The communications format used on the Internet is known as the Internet Protocol (IP). As

part of the IP, Internet addressees are comprised of a string of digits delimited by periods
(commonly called "dots™). The delimited field indicates the network, subnetwork and the local
address, read from left to right. A typical Internet address might appear as ‘)).Y¥.2¢’where
‘Y)Y’ denotes the network, ‘Y’ denotes the sub-network and ‘¢’ denotes the computer itself.
This all-numeric form is known as the IP address. As with IP addresses, domain names are also
delimited with periods (dots), which are read from right to left. Thus, the domain name
‘esselpropack.com’ indicates ‘.com’as the network and ‘esselpropack’ as the sub-network.
(Prof. Vandana .Narvade. Kadam,Analytical Study of Domain Name System, its disputes and
legal issues,Proceedings of National Conference on Emerging Trends: Innovations and
Challenges in IT, Y4 -Y+ April Y:1¥)

(*) The domain name at the extreme right is called the ‘Top Level Domain’ (TLD) and any domain

to the left of the TLD and separated by a °.” (dot) is the Second Level Domain (SLD). A domain
to the left of the SLD is known as the Sub-domain (SD). The Sub-domain, Second Level
Domain and the TopLevel Domain put together comprise a ‘Domain Name’. Thus, in the
domain name ‘law.esselpropack.com’, ‘.com’ is the TLD, ‘esselpropack * is the SLD and ‘law’
is the SD. ¥.) Types of top level domains- They are as follows: Y.Generic TLD Y.Geographic or
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country code TLD. The current generic TLD’s are as follows: i) .com for Commercial
organization, ii) .int for International treaty organization, iii) .mil for defense in US. iv).edu for
educational, v) aero Intended for members of aviation only, vi) .org for miscellaneous and non-
profit organisatons, vii) .biz Intended for bonafide businesses, viii) .net For network service
providers, ix) .gov For government organizations, x) .coop Sponsored gTLD for cooperatives
xi) .info open gTLD without restriction, xii) .musuem sponsored TLD for museums Private
parties are not permitted to register ".mil", ".int" and ".gov"" TLDs. Generic domain names
are issued by Network Solutions Inc., (NSI) as part of the InterNIC Generic domain names are
unique to the entire world. To register a domain names with NSI, one needs to visit the
InterNIC www website and fill in the forms and comply with the other stipulated formalities.
Generally, NSI or ICAAN uses allocation policy of “first-come, first-served” (FCFS) for
existing gTLDs. [¥] And assigns domain names on a first come, first served basis. NSI will not
exercise veto power over a requested name, so long as that name is notidentical to one already
assigned within the TLD. Geographical TLDs (TLD) end with a two-letter code, which is
assigned to each country. It is also referred as country code TLD (ccTLD) and corresponds to a
country, territory, or other geographic location. These TLDs with two letters have been
established for over Y¢. countries and external territories. They are delegated to designated
managers, who operate the ccTLDs according to local policies that are adapted to best meet the
economic, cultural, linguistic, and legal circumstances of the country or territory involved.
Following are some examples of the same:i) .in for India, ii) .uk for United kingdom, iii) .fr for
France, iv) .us for USA, etc Each country has an agency that handles registration of geographic
domain names. These agencies are also known as NICs (Network Information Centres). Each
country has its own registration policy and domain names ending with a geographic TLD are
issued only to persons operating within the said country. The administration of a ccTLD is left
to the specific country concerned. For example, the Administration of Domain Names within
the .in (Indian) ccTLD is looked after by the NCST. In addition to gTLDs and ccTLDs, there is
one special TLD, and The .arpa domain name is used for technical infrastructure purposes.
(Prof. Vandana .Narvade. Kadam,Analytical Study of Domain Name System, its disputes and
legal issues,Proceedings of National Conference on Emerging Trends: Innovations and
Challenges in IT, Y4 -Y+ April Y+\Y).
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- www.icamn.org/registries/listing.

(Y)ICANN (Internet Corporation for assigned names and numbers) administers the .arpa TLD in

cooperation with the Internet technical community under the guidance of the Internet
Architecture Board. Its name refers to the ARPAnet, the precursor of the modern Internet (in
turn named for the United States Defense Advanced Research Projects Agency, ARPA). Today
this domain is used for reverse name resolution. (Prof. Vandana .Narvade. Kadam,Analytical
Study of Domain Name System, its disputes and legal issues,Proceedings of National
Conference on Emerging Trends: Innovations and Challenges in IT, Y4 -Y« April Y:\Y¥).
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(Y)Any computers communicating on Internet, do not ‘talk’ in terms of domain names, but

interpret a domain name into the corresponding IP address. All servers on the Internet
interpret the same domain names the same way. That is the reason why when one types
‘yahoo.com’, one is taken to the web site hosted by Yahoo a company, irrespective of where the
person accessing the data is located or which server he is connected to. It is essentially for this
reason that domain names are unique and therefore, similar domain names cannot be offered
to two separate entities. The unique feature of domain names is that the said domain names are
registered on ‘first come, first serve’ basis.(Prof. Vandana .Narvade. Kadam,Analytical Study
of Domain Name System, its disputes and legal issues,Proceedings of National Conference on
Emerging Trends: Innovations and Challenges in IT, Y4 -Y+, April Y+¥).
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daas alaf aSal) 138 o (BVI) AGa sk ¢ Asal) (ansadl) aa helley)
i o Lgibia b cup<hy Cilitiul) daSas aSa (aill) daSas cindly (il
Gl ally Olgad) (imitant) Jla (BVI) dSpd (e asiial) (glhail)
Ols ald ¢ jgganll (s Laged Jalil) ) (a3 e sag (Le helley) ds,a
g lasl) anl didiy (i (535 (GUail) anl

dob b daalg §yguan ) 1in yglig AN pLuadl) 345 g
Olg=ad) dSla Jgan ((*’Nissan Motors . V. Nissan Computers)

(Y) Cass. Com VY Juillet Y+« ¢, n Y V1Y www.Legifrance.Gouvfr.
(¥)The Ninth Circuit recently held that an individual, Mr. Uzi Nissan, infringed the

trademark of Nissan Motors when he registered and posted commercial content
on www.hissan.com. An injunction was granted, barring Mr. Uzi from using the
site commercially. Although the trademark dilution claim was remanded, the
Ninth Circuit’s opinion favors a finding of dilution on remand. Additional
arguments involving the property-right-in-gross theory of dilution, reverse
domain name hijacking, and actual consumer behavior on the Internet should be
used by the parties to bolster their cases and encourage a decision from the
district court that will advance trademark law on the Internet in a reasoned and
predictable fashion.
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The Nissan decision is generating criticism among those who think it goes too far in
protecting large companies at the expense of small companies and individuals who
are first to use a famous name on the Internet. Perhaps the only lesson from Nissan
we can be certain of is the old adage “come to equity with clean hands.” It may be of
little surprise that in this case, both parties arrived at court a bit soiled. Nissan Motor
shared a name used in historic contexts, and failed to pursue other commercial users
of the name. Worse yet, it allowed Mr. Nissan to register “nissan.com” first! On the
other hand, Mr. Nissan allowed arguably confusing auto-related content to appear on
his site. Then, in reaction to the initial lawsuit, he posted disparaging commentary.
Either party could have improved its position by engaging in behavior that
trademark law seeks to promote. Absent that, it should be remembered that instances
in which David succeeds in slaying Goliath remain exceptional, not routine. The
Nissan dispute stands as one of the early and very influential cases on trademark
dilution and related behavior on the Internet. Both the commercial and Internet
communities will be looking to the district court for a well reasoned opinion in the
hopes that these policies continue to take shape in a predictable
TrademarkDilution.com: Nissan Motor Co. v. Nissan Computer Corp., and the
Evolving Law of Trademark Dilution on the Internet >> Shidler Journal of Law,
Com..

http://www.lIctjournal.washington.edu/VolY/a+ « YRozsnyai.html.
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(\ )The Federal Trademark Dilution Act of Y44 ¢ expanded the scope of rights granted to

famous and distinctive trademarks under the Lanham Act. Dilution differs from
normal trademark infringement in that there is no need to prove a likelihood of
confusion to protect a mark. Instead, all that is required is that use of a "*famous"
mark by a third party causes the dilution of the "distinctive quality' of the mark.
Under the terms of the Federal Trademark Dilution Act, only "*famous™ marks are
protected against dilution. The determination of what constitutes a "*famous’™ mark
will probably involve a great deal of litigation in the coming years. Under the terms of
the Act, courts may look at the following factors in determining whether a mark is
famous:

V. The duration and extent of use of the mark;

Y. The duration and extent of advertising for the mark;

Y. The geographic area in which the mark has been used;

¢, The degree of distinctiveness of the mark (either through the nature of the mark

itself, or through acquired distinctiveness);
¢. The degree of recognition of the mark;
1. The method by which the product was distributed and marketed (the **channels
of trade™).

V. The use of the mark by third parties; and

A, Whether the mark was federally registered.
Examples of marks which will clearly be considered "famous' would be: XEROX,
KODAK, COCA-COLA, and REEBOK. It would be much harder to protect a mark
like APPLE (computers) against dilution, since the term APPLE has been used in
connection with other well-known products, such as the Beatles records, and has been
used by numerous other businesses. Of course, the mark APPLE is still protected
against trademark infringement when likelihood of confusion can be established.
For more information http://www.bitlaw.com/trademark/dilution.html.
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(\ )Trademark dilution begins with the idea that trademarks, in addition to identifying the

source of goods, also provide consumers with information about the quality of those
goods. For example, consumers purchasing products bearing the VICTORIA’S SECRET
trademark understand the quality they will receive based upon their existing knowledge
of the products and the extensive advertising by Victoria’s Secret , For more information
THE ANTICYBERSQUATTING CONSUMER PROTECTION ACT AND THE
UNIFORM DOMAIN NAME DISPUTE RESOLUTION POLICY THE FIRST
DECADE: LOOKING BACK AND ADAPTING FORWARD, Tenesa S. Scaturro
NEVADA LAW JOURNAL (Vol. YY:AYY) summer Y+ ),

.(TGI, Nanterre-ord,refe, \¥ mars, Y« «+, D, Y+++, pYVo) : B (V)
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(\ )Cybersquatters are individuals or companies that register domain names containing

the trademarks of others for the purpose of profiting from the goodwill associated
with the trademark, or by selling the domain name to the trademark owner or its
competitors. Aside from this standard definition of cybersquatting, the practice has
evolved to include at least three other categories: the “cyberpirate,” the
“typosquatter,” and the “pseudo-cybersquatter.” The cyberpirate, rather than
intending to resell a domain name to the trademark owner or highest bidder, uses the
notoriety and goodwill of the trademark to drive traffic to the website. The
cyberpirate earns revenue by either selling advertising space on the website or
generates fees for diverting traffic to thirdparty websites.

For more information THE ANTICYBERSQUATTING CONSUMER
PROTECTION ACT AND THE UNIFORM DOMAIN NAME DISPUTE
RESOLUTION POLICY THE FIRST DECADE: LOOKING BACK AND
ADAPTING FORWARD, Tenesa S. Scaturro NEVADA LAW JOURNAL (Vol.
VYAYY) summer YV Y,

YA 0a (1999 Al (gladl gl toaba (g anad b 3 (Y)
A Glsind) o 8 gdia Ol 1 Gageai (T)
— http://www.nacua.org.documents/anticypersquatting-pdf.
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(\)The Complainant is AB Electrolux which is one of the world's leading household

appliance manufacturers.

The Zanussi brand is one of the Complainant's strategic brands. The Zanussi
business has been in operation since Y31% and was acquired by the Complainant in
V4A¢ strengthening the Complainant's position as a global leader in household
appliances.

The Complainant, through its wholly owned subsidiary Electrolux Italia S.p.A, owns
registered trade marks for ZANUSSI (the "Trade Mark') in a number of
jurisdictions, including in Egypt where the Respondent is based. The Egypt
designated trade mark (International trade mark registration number Y+ £3%) was
registered on March 1, Y+ V¢,

The Complainant is also the owner of a number of domain names consisting of its
Trade Mark, including: <zanussi.com> and <zanussi.com.eg>, which are used to
promote Zanussi products.

The Disputed Domain Name was registered on August Yo, Y+ Y1, The website at the
Disputed Domain Name (the ""Respondent Website') offers an unauthorized repair
and maintenance service for Zanussi products. The Respondent Website features the
Complainant's Trade Mark a number of times.

For the foregoing reasons, in accordance with paragraphs ¢ (i) of the Policy and ¢ of
the Rules, the Panel orders that the disputed domain name <zanussiegypt.com> be
transferred to the Complainant.

For more information;

http://www.wipo.int/amc/en/domains/search/text.jsp?case=D Y+ Y V-2 o1 £,
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Doru lonescu of New York, United ) s Lede (ol A (e
1Ry das aal) A, J)(States

(Calvin Klein Trademark Trust of New York, New York,
United States of America, and CalvinKlein, Inc,)

i udl) oy dnle gliiall adisall o) U @l (sl G

By sl Aadlall A Il —p Ao aall Al () in jsagal

(.ro) déLab (calvinklein.ro) ade gl adsall ofs «(CalvinKlein)

dnle g3lital) adgall dnsle (i (idad Laa Clalaiall jggan (530 uedl) B0Y
) doesal dSpal Y

(\) Complainants’ first European Union registration for the CALVIN KLEIN mark

predates Respondent’s Y+ +V registration of the disputed domain name. Respondent
should be considered to have known of Complainants’ trademark registrations
because they are publicly available online.

Complainants began operating websites at “www.calvinklein.com” and
“www.calvinklein.eu” prior to Respondent’s registration of the disputed domain
name. Respondent was aware of those websites because they were easily accessible at
the time Respondent registered the disputed domain name.

Complainants have no relationship to Respondent and have not agreed to or
approved of Respondent’s use of the CALVIN KLEIN mark in a domain name.

Given Complainants’ prior ownership and use of the CALVIN KLEIN marks,
Respondent could not use the disputed domain name in a legitimate manner without
infringing Complainants’ rights.

Respondent has not been known by the disputed domain name; Whols records
identify Respondent as an individual named “Doru Ionescu”.

Respondent is diverting Complainants’ customers and potential customers to the
disputed domain name, which is inactive. Respondent registered the disputed domain
name primarily to disrupt Complainants’ business.

Respondent must have been aware of Complainants’ CALVIN KLEIN marks when
registering the disputed domain name and registered it with the CALVIN KLEIN
marks in mind.

Respondent’s registration has prevented Complainants from reflecting the CALVIN
KLEIN mark in a domain name.

Under the Policy and Respondent’s agreement with the Registrar, Respondent
represented that, to the best of Respondent’s knowledge, the registration would not
infringe the rights of others.

Respondent has not used the disputed domain name since it was first registered more
than eight years ago; this passive holding has blocked Complainants from registering
the disputed domain name.
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For the foregoing reasons, in accordance with paragraphs the Panel orders that the
disputed domain name <calvinklein.ro> be transferred to Complainant Calvin Klein
Trademark Trust For more information

http://www.wipo.int/amc/en/domains/search/text.jsp?case=DROY « Y V-« « + ¢
A8T0a (M) i Gala aase cdabadlal) Audlall (laj® sl crall ae [3 (V)
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(\) The disputed domain name was registered in bad faith. The VOLKSWAGEN

trademark is famous around the world, including in Turkey. The Respondent must
have been aware of the VOLKSWAGEN trademarks when registering the disputed
domain name. By registering the disputed domain name using a well-known
trademark, the Respondent is intentionally misleading Internet users by creating the
false impression of a relationship with or sponsorship or endorsement by the
Complainant. The Respondent’s intent was to exploit the reputation of the
Complainant and its trademarks. Bad faith registration and use can be found by the
Respondent’s prior knowledge of the Complainant’s trademarks. The Respondent’s
activity strongly indicates bad faith registration. The disputed domain name is being
used in bad faith. Moreover, the Complainant claims that the Respondent’s aim is to
attract Internet users to its website to cause confusion and disrupt the Complainant’s
business.

Lastly, the Complainant emphasizes that the Complainant had sent the Respondent a
cease-and-desist letter and a follow-up email to which the Respondent never replied.
The Complainant claims that the lack of a response to this letter and email is an
indication of the bad faith of the Respondent despite the efforts of the Complainant to
find an amicable solution to the dispute

For more information;

- http://lwww.wipo.int/amc/en/domains/search/text.jsp?case=D Y + Y V-+ 11 ¥,
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(\ )For the foregoing reasons, in accordance with paragraphs ¢ (i) of the Policy and ‘¢ of the

Rules, the Panel orders that the disputed domain name, <mallofegypt.com>, be
transferred to the Complainant Majid Al Futtaim Properties LLC of Dubai, United Arab
Emirates

For more information;

- http://www.wipo.int/amc/en/domains/search/text.jsp?case=D Y« Ye-V 1oy,

(¥) For The Complainants are affiliates of, and intellectual property holding companies for,
the Complainant Amazon.com, Inc. (**Amazon.com™). The Complainant is a well-known
on-line retailer. Amazon.com was incorporated in July Y44 ¢ and launched on the World

Wide Web in July Y44e. Amazon.com completed its initial public offering in May Y44V,

and its common stock is listed on the Nasdaq Global Select Market under the symbol
"AMZN."

Amazon.com serves consumer customers throughout numerous retail websites, which
include "www.amazon.com'. Amazon.com offers millions of unique, new, refurbished
and used items for sale via these websites.

The Complainant owns numerous registered trademarks in many jurisdictions around
the world for or including the word "amazon' including for example US registered

trademark ¥Y,.VA,¢4% registered July Ye, Y44V for "amazon.com™ and US registered

mark Y,vev,Y¥x for "amazon' registered December ¥, Y..Y. These trademarks are
referred to collectively in this decision as the "AMAZON trademark".

The Respondent registered the Disputed Domain Name on April Vv, Y+ ¥4, It is used to
redirect visitors to a website located at "“‘www.amazonirya.ir' which offers a wide range
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of consumer products for sale. The text on the website concerned is in Persian but the
look and feel of the website in terms of colour schemes, font types and other stylistic
elements is similar in many respects to the Complainant’s websites. The <amazonarya.ir>
domain name is subject to a separate complaint under the applicable policy relating to .ir
domain names.

For the foregoing reasons, in accordance with paragraphs ¢(i) of the Policy and Y ¢ of the
Rules, the Panel orders that the Disputed Domain Name, <amazonarya.com>, be
transferred to the Complainant Amazon Technologies, Inc.

For more information;

- http:/AMww.wipo.int/amc/en/domains/search/text.jsp?case=D¥ + Y V-« £ YV,
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